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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period wiil apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 04 May 2004 , 
2a)H This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 16-28,30-32,35-66 and 68-113 is/are pending in the application. 

4a) Of the above claim(s) 47-66 is/are withdrawn from consideration. 

5) 13 Claim(s) 38-46 is/are allowed. 

6) D Claim(s) 16-28, 30-32, 35- 37, 68-113 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1. D Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claims 79-102 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

The claimed "non-aqueous blend" e.g., in claim 79. is no wherein in the 
specification. In fact, at page 4, lines 18-23, the specification recites "..According to the 
present invention, the blend is distilled at temperatures that free the extractive 
distillation solvent from both lower and higher boiling contaminants, including, but not 
necessarily limited to water (by azeotropic distillation with solvent), 1 ,3-..." .However, if 
support can be pointed-out at least, the specification is objected to as failing to provide 
proper antecedent basis for the claimed subject matter, as the above limitation is not 
positively recited in the specification.. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). 
[In amending claims, care must be exercised to avoid introduction of anything which 
could be construed to be new matter prohibited by 35 U.S.C. 132 and 37 CFR 1.121.] 

Claims 16-28', 30-32, 35, 37, 68-78 & 109-113 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

(a) The claims are rejected for the same reasons as set forth at section (a), 
page 2, of the previous Office action. [Since applicant did not address this rejection, it is 
assumed she/he is acquiescing therein]. 
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(b) Claim 109, claim 112 and claims 110 and 113 do not substantially differ 
from one another as required by 37 FR 1 .75 (b) as far as positive, manipulative method 
steps are concerned. The difference seen is in "product" e.g., the blend comprising 
solvent and at least one fouling agent in claim 12, as opposed to at least one fouling 
agent in claim 109. However, "product' is not the basis of patentability of a method or 
process claim. 

(c) The "comprising" and "comprises" in the Markush grouping, e.g., only 
claim 79, last line, the "comprising rosin acid..." and claim 80 lines 34, " comprises a 
nitrogen..." provide for ambiguity and comfusion. [Those reviewing a claim from either a 
patentability or infringement view point are capable of knowing exactly what the 
Markush group is in proper form. In the instant case, one simply does not know what is 
intended to be included within the Markush group as it is all-inclusive with the recitation 
of "comprising" and "comprises"]. Applicant should further check all the other claims 
with the same terms above in the Markush grouping. 

(d) Claims 81 and 82 are at odd with the claims from which they depend 
directly or indirectly, i.e., claims 79 & 80 respectively. [A dependent claim can not 
change or orient limitations already recited in the claims from which they depend]. 

(e) The specific N,N -di substituted amide is not specifically claimed e.g., in 
claim 79 and claims dependent thereon nor in the specification. 

Claims 79-108 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hollis et al abstract (S. African ZA 680533) or Ferm (4,41 0,41 9)in view of Devicaris et al 
(5,243,063). 
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The above references are applied for the same reasons as set forth at page 4 of 
the previous Office action. Devicaris is applied to teach, abstract, that the process of 
inhibiting fouling in an organic process stream which is substantially non-aqueous is 
known in the art. To incorporate Devicaris to Hollis or Ferm process would have been 
obvious to one of ordinary skill in the art as the references are directed to solving similar 
fouling problems 

Claims 16-28, 30-32, 35-37, 68-78 & 109-1 13 would be allowable if rewritten or 
amended to overcome the rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in 
this Office action. 

Claims 38-46 are allowed. 

This application contains claim 47-66 drawn to a nonelected invention. A 
complete reply to the final rejection must include cancellation of nonelected claims or 
other appropriate action (37 CFR 1 .144) See MPEP § 821 .01 . 

Applicant's arguments filed May 4, 2004 have been fully considered but they are 
not persuasive. 

However, Devicaris, and not Hollis, was applied to teach that the argued "scale 
prevention compound to prevent fouling of equipment in non-aqueous system.is not 
unobvious nor is it evidence of criticality in the art. Furthermore, applicant's argument 
such as the moiety: CH 3 - (CH2) X — (CH=CH) Y - (CH 2 )z- from Ferm's structure 
corresponds to "R" in the claims. In the pending claims, "R 3 is selected from the group 
consisting of a combination of tall oil fatty acids comprising acid, aryl..." is not 
considered well - taken. Ferm's dialkyl fatty acid amide is deemed to read on the 
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claimed structure since it falls within the claimed N-N disubstituted amide as broadly 
claimed e.g., in claim 79. Compare further with the agent claimed in claim 112. 

The argument relative to the alternative reference to Stanley is moot in view of 
the above rejection. 

Thus, in the absence of anything which may be "new" or unexpected result", a 
prima facie case of obviousness has been established by the art and has not been 
rebutted. 

Unexpected results must be established by factual evidence. Mere arguments or 
conclusory statements in the specification, applicants, amendments, or the Brief do not 
suffice. ]n_re Lindner , 457 F.2d 506, 508, 173 USPQ 356, 358 (CCPA 1972). In re 
wood . 582, F. 2d 638, 642, 199 USPQ 137,140 (CCPA 1978). 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

(a) Syrinek discloses a dispersant/antifoulant including hydrocarbonaceous 
sulfonic acids which may optionally admixed with polar solvents such as tall oil fatty 
acids. 

(b) McClain et al discloses inhibition of fouling in petrochemical processes. 
Applicant's amendment necessitated the new ground(s) of rejection presented in 

this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 

CFR 1.136(a). 


Application/Control Number: 09/923,042 Page 6 

Art Unit: 1764 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Virginia Manoharan whose telephone number is 571- 
271-1450. The examiner can normally be reached on Tuesday-Friday from 7:30 am to 
6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (571) 272-1444. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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